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RESPONSE TO REQUEST FOR INFORMATION UNDER 37 C.F.R. S 1.105 

Sir: 

In response to the Request for Information Under 37 C.F.R. § 1.105 mailed on June 1, 
2004, please consider as follows: 

Response begins on page 2 of this paper. 
Exhibits begin on page 8 of this paper. 
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Response Dated November 1 , 2004 

Reply to Request for Information Under 37 C.F.R. § 1.105 of June 1,2004 

RESPONSE 

The Request for Information under 37 C.F.R. § 1.105 (hereinafter referred to as the 
"Request") of June 1, 2004, has been carefully reviewed and these remarks are responsive 
thereto. Applicants have listed the three (3) issues of the Request from paragraph 3, in addition 
to the Requests from paragraphs 4-8, with responses for each issue and/or Request provided 
thereafter. 

3. The information is required to document the level of skill and knowledge in the art 
pertaining to the expanded sRGB color space. Specifically, the information should address the 
following issues: 

a. When was the sRGB64 color space or the concept of an expanded sRGB 
color space first developed or created? Was the sRGB64 color space or the concept of an 
expanded sRGB color space described at a conference, published, or otherwise publicly 
known before 27 August 1999? 

The inventors of the present application began development of the sRGB64 color space at 
least as early as February 1999. Evidence of the development can be found in Exhibits 1-5 
attached herein. Although Applicants do not admit that the documents identified in Exhibits 1-5 
are "non-patent publications" as required for response under 37 C.F.R. § 1.105 and without 
acquiescing to this point, Applicants submit these documents in order to help the Examiner 
extend the domain of search for prior art. The dates of documents in Exhibits 1-4 have been 
redacted. 

Exhibit 1 is an internal, confidential, and non-publicly available email string between two 
of the inventors, Ikko Fushiki and Gary Starkweather, discussing the gamut expanded sRGB 
color space. Exhibit 2 is an internal, confidential, and non-publicly disclosed document written 
by inventor Ikko Fushiki describing the XsRGB color space. Exhibit 3 is an internal, 
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Reply to Request for Information Under 37 C.F.R. § 1 . 1 05 of June 1 , 2004 

confidential, and non-publicly disclosed patent predisclosure document written by inventor Ikko 
Fushiki describing the XsRGB color space. Exhibit 4 is another internal, confidential, and non- 
publicly disclosed document written by inventor Ikko Fushiki describing the XsRGB color 
space. 

Exhibit 5 is the first working draft (7-22-98) of lEC 61966-2-2:'Colour Measurement and 
Management in Multimedia Systems and Equipment-Part 2-2: Extended Precision RGB Colour 
Space' (hereinafter referred to as lEC 61966-2-2 working draft). lEC 61966-2-2 working draft 
describes the first working draft as developed by the 61966 Project Team, co-project leader Mr. 
Michael Stokes. Specifically, equation (4) on page 5 describes a gamma value conversion that 
utilizes an exponent of 2.4. This exponent value of 2.4 defines the color space described in the 
working draft as a non-linear color space. 

b. Who created the sRGB64 color space or the concept of an expanded sRGB 
color space? If an organization developed it, what individuals were involved in its 
development? 

The sRGB64 color space was conceived of and reduced to practice by the inventors of 
the present invention. All of the inventors of the present invention were employed by and 
assigned rights to Microsoft Corporation. The inventors of the present invention sought to 
improve upon the color space described in the lEC 61966-2-2 working draft. During 
development of the standard that became lEC 61966-2-2, the inventors of the present application 
proposed the features of the present invention to the 61966 Project Team, co-project leader Mr. 
Michael Stokes. 

Page 5 of Exhibit 3 describes some of the meetings and discussions between Mr. Ikko 
Fushiki (inventor) and Mr. Michael Stokes, co-project leader of 61966 Project Team. On May 
21, 1999, Applicants filed U.S. Provisional Application No. 60/135,361 to which the present 
application claims priority. 
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c. Other than the first working draft of lEC 61966-2-2 (dated 22 July 1998), is 
the Applicant aware of or in possession of any documents, letters, internal memos, draft 
specifications, or the like that were created and privately circulated before 27 August 1999, 
and that describe the sRGB64 color space or an expanded sRGB color space? 

Initially, Applicants do not admit that lEC 61966'2'2 working draft describes the 
sRGB64 color space and/or an expanded sRGB color space as in the present invention. Again, 
Applicants do not admit that the documents identified in Exhibits 1-5 are "non-patent 
publications" as required for response under 37 C.F.R. § 1.105. Hov^ever, without acquiescing 
to this point, Applicants submit these documents in order to help the Examiner extend the 
domain of search for prior art. 

Exhibits 1-5 describe the documents Applicants were aware of or in possession that were 
created and privately circulated before August 27, 1999. Any circulation of information 
occurred under one or more non-disclosure agreements with third parties. 

4. In response to this requirement, please provide copies of each publication which any 
of the applicants authored or co-authored and which describe the disclosed subject matter 
of sRGB64 or an expanded sRGB color space. 

Exhibits 1-4, as described above with reference to responding to paragraph 3, were 
authored by at least one inventor of the present application. Exhibit 6 is a copy of U.S. 
Provisional Application No. 60/135,361, to which the present application claims priority. In 
addition, two U.S. Patents were filed by some of the inventors common to the present invention. 
Exhibit 7 is a copy of U.S. Patent No. 6,462,748, authored by common inventors Fushiki, 
Godfrey, Goosen, and Lee. Exhibit 8 is a copy of U.S. Patent No. 6,748,107, authored by 
common inventors Fushiki, Lee, Goosen, and Starkweather. Each of Exhibits 1-4 and 6-8 
describe the sRGB64 color space. 
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5. In response to this requirement, please provide the title, citation and copy of each 
publication that any of the applicants relied upon to develop the disclosed subject matter 
that describes the applicant's invention, particularly as to developing sRGB64 or an 
expanded sRGB color space. For each publication, please provide a concise explanation of 
the reliance placed on that publication in the development of the disclosed subject matter. 

Exhibits 1-5, as described above with reference to responding to paragraph 3, were relied 
upon to develop the disclosed subject matter of the present application. In addition, U.S. Patent 
No. 5,224,178 was relied upon to develop the disclosed subject matter. Exhibit 9 is a copy of 
U.S. Patent No. 5,224,178. In particular, reference is made to U.S. Patent No. 5,224,178 in the 
background of the invention section of Applicants' original written description on page 2, line 8. 
U.S. Patent No. 5,224,178 describes one method for data conversion by compression digital code 
values to provide a set of reduced range digital codes of a same resolution, but having a smaller 
range of basic image content values than the dynamic range of the digitized image database. 

6. In response to this requirement, please provide the title, citation and copy of each 
publication that any of the applicants relied upon to draft the claimed subject matter. For 
each publication, please provide a concise explanation of the reliance placed on that 
publication in distinguishing the disclosed subject matter from the prior art. 

Exhibits 1-5, as described above with reference to responding to paragraph 3, and Exhibit 
9, as described above with reference to responding to paragraph 5, were relied upon to draft the 
claimed subject matter of the present application. In addition three other documents were relied 
upon to draft the claimed subject matter. 

Exhibit 10 is a copy of U.S. Patent No. 5,946,1 13. Exhibit 1 1 is a copy of a reference 
Stokes et al., entitled, "A Standard Default Color Space for the Internet - sRGB" (hereinafter 
referred to as Stokes et al reference). Exhibit 12 is a copy of an Examiner Interview Summary 
dated October 7, 2003, and Exhibit 13 is a copy of the Declaration under 37 C.F.R. § 1.132 of 
Mr. Michael Stokes, dated November 12, 2003, that accompanied a response to an Office 
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Action. Specifically, during prosecution of the present application, Applicants responded to the 
combination of U.S. Patent No. 5,946,1 13 and the Stokes et al reference. Applicants conducted 
an Examiner Interview on October 7, 2003 to discuss the use of the combination of references 
and responded by filing the Declaration of Mr. Stokes as described in Exhibit 13. 

Applicants relied on the Declaration of Mr. Stokes to overcome the combination of 
references. Specifically, U.S. Patent No. 5,946,113 fails to teach or suggest conversion that 
utilizes a physical-based color space. Applicants rely on paragraphs 5-10 of the Declaration of 
Mr. Michael Stokes to support how U.S. Patent No. 5,946,113 fails to teach or suggest a 
physical-based color space conversion. The Stokes et al reference further fails to cure the 
deficiencies of U.S. Patent No. 5,946,113. 

7. In response to this requirement, please state whether any search of prior art was 
performed. If a search was performed, please state the citation for each prior art collection 
searched. If any art retrieved from the search was considered material to demonstrating 
the knowledge of a person having ordinary skill in the art to the disclosed sRGB64 and/or 
an expanded sRGB color space, please provide the citation for each piece of art considered 
and a copy of the art. 

Applicants did not perform a search of prior art. 

8. In response to this requirement, please provide a list of citations to electronically 
searchable databases or other indexed collections containing publications that document 
the knowledge within the disclosed art of the sRGB64 color space or any expanded sRGB 
color spaces. 

Applicants are not aware of any electronically searchable databases or other indexed 
collections containing publications that document the knowledge within the disclosed art of the 
sRGB64 color space or any expanded sRGB color spaces. 
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CONCLUSION 



All requests having been addressed, Applicants respectfully submit that the instant 
application is in condition for allowance, and respectfully solicit prompt notification of the same. 
Should the Examiner find that a telephonic or personal interview would expedite passage to issue 
of the present application, the Examiner is encouraged to contact the undersigned attorney at the 
telephone number indicated below. No fee is believed due, however, if any fees are required or 
if an overpayment has been made the Commissioner is authorized to charge or credit Deposit 
Account No. 19-0733. Applicants look forward to passage to issue of the present application at 
the earliest convenience of the Office. 



Respectfully submitted, 
BANNER & WITCOFF, LTD. 



Date: November L 2004 




1001 G Street, N.W. 
Eleventh Floor 



Washington, D.C. 20001-4597 
(202) 824-3000 
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